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REMARKS 

Applicants have reviewed and amended this Application in light of the Office Action 
mailed June 7, 2006. Claims 1, 2, and 4-20 were pending, examined, and rejected. Applicants 
have made claim amendments as indicated above and added new Claim 21. Claims 1, 2, and 4- 
21 are now pending. 

Rejections under 35 U.S.C. § 103(a) 

Claims 1, 2 and 4-20 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
U.S. Patent Application Publication No. 2002/0101711 by Stephen Gold ("Gold") in view of 
U.S. Patent No. 6,834,326 issued to Peter S. S. Wang et al. ("Wang"). 

A. Wang and Gold do not teach or suggest all elements of independent claims 1, 
5, or 13. 

With respect to independent Claim 1 , Applicants have made broadening amendments. 
Applicants respectfully traverse the Section 103(a) because the cited references did not teach or 
suggest all elements of Claim 1 as presented herein. In order to establish a prima facie case of 
obviousness, the references cited by the Examiner must disclose all claimed limitations. In re 
Royka, 490 F.2d 981, 180 U.S.P.Q. 580 (C.C.P.A. 1974). 

The cited references do not teach or suggest determining a worst case operational state 
between a software RAID volume and a storage device drive to which the RAID volume has 
been correlated and then operating a chassis LED in accordance with the worst case operational 
state. The Examiner indicates that Gold teaches these elements in paragraphs 89-95 and 105. 
Applicants respectfully disagree. Whereas Claim 1 contemplates a worst case operational state 
determined by the operational state of the storage device and the operational state of the 
corresponding RAID volume, the LEDs in Gold are operated solely on the basis of the 
operational state of the storage devices . See, e.g., paragraph 105 of Gold which states: "The alert 
also contains information identifying which specific disks have failed. In step 1503, the RAID 
management service sets individual fault LED on each of the hard disks which have failed, to 
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enable easy identification of those hard disks by maintenance personnel." (emphasis added). 
Thus, Gold does not teach operating the LEDs based on the operational state of a storage device 
and the operational state of a RAID volume. For example, whereas the worst case operational 
state recited in Claim 1 is "nonoperational" if either the RAID volume or the storage device is 
"nonoperational," Gold teaches that LEDs are asserted only when the corresponding storage 
device [hard disk] is "nonoperational." 

This recognition of the operational state of a RAID volume and the storage device is 
further emphasized in new Claim 21 , which recites explicitly an example of the worst case 
operational state being nonoperational when the storage device is operational, but the 
corresponding RAID volume is nonoperational. Gold unambiguously teaches that control of the 
LEDs is based solely on the operational state of the storage devices. 

Because the cited references do not teach or suggest all of the elements of Claim 1, 
Applicants respectfully request the Examiner to reconsider and withdraw the Section 103(a) 
rejection of Claim 1 and its dependent claims (Claims 2, 4, and 21). Analogous reasoning 
applies to the Section 103(a) rejections of dependent Claim 1 1 and dependent Claim 18 . 

With respect to independent Claim 5 , Applicants respectfully traverse the Section 103(a) 
rejection because the cited references do not teach or suggest all of the claim elements. Claim 5 
recites a system having an LED operably coupled to a storage device wherein the system is 
operable to command operation of the LED in a manner reflective of a software based RAID 
volume operational state. Gold does not teach or suggest operating an LED based on anything 
other than the operational state of the storage device to which the LED is coupled. The 
Examiner indicates that this element of Claim 5 is taught in paragraphs 91 and 105 of Gold. 
Applicant again submits, however, that the last sentence of paragraph 105 of Gold clearly limits 
the operation of its LED to reflect the operational state of the corresponding storage device, 
regardless of the operational state of the RAID volume as a whole. Thus, for example, Gold 
teaches that when a multiple disk failure is detected on a RAID 5 volume, the LEDs of only the 
failed disks are illuminated. See, Gold paragraph 105. 
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Because the cited references do not teach or suggest all of the elements recited in Claim 
5, Applicants respectfully request the Examiner to reconsider and withdraw the Section 103(a) 
rejection of Claim 5 and its dependent claims (Claims 6-12). 

With respect to independent Claim 13, Applicants have amended the claim to clarify that 
the LED, which is operated in a manner indicative of an operational status of a RAID volume, is 
operably coupled to an information storage device. Applicants submit that this amendment 
distinguishes the cited references by clarifying that an LED coupled to a storage device is 
asserted based on something other than the operating status of the storage device itself as 
opposed to Gold, where the LED reflects the operating status of the storage device only. 

B. The Examiner has not shown a suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of 
ordinary skill in the art, to combine Wang and Gold to arrive at the 
limitations recited in Applicants' claims. 

Even assuming for the sake of argument that the proposed Gold-Wang combination did 
disclose, teach or suggest the combination of limitations recited in Claims 1, 2 and 4-20 (which 
Applicants do not concede), the proposed Gold- Wang combination is improper. In particular, 
the Examiner has not shown the required suggestion or motivation to combine Gold and Wang. 
To establish a prima facie case of obviousness, the Examiner must show, among other things, 
some suggestion or motivation, either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference or to combine reference 
teachings . M.P.E.P. § 2142. (emphasis added) "The mere fact that references can be combined 
or modified does not render the resultant combination obvious unless the prior art also suggests 
the desirability of the combination ." M.P.E.P. § 2143.01. (emphasis added) 

Regarding Claim 1, for example, the Examiner alleges that Gold teaches all limitations of 
Claim 1 except for a "software RAID" and further alleges that Wang teaches a software RAID. 
The Examiner's "motivation statement" for incorporating software RAID as referenced by Wang 
in Gold's RAID system reads as follows: 
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using software RAID as taught by [Wang] [is motivated] because software 
RAID has [the] advantage of being more flexible as compared to hardware 
RAID; another advantage of using software RAID is the cost . 

(Office Action, Page 4). 

This general, cursory statement is the only motivation provided by the Examiner for the 
proposed Gold- Wang combination. Such general statement clearly fails to meet the requirement 
for suggesting or motivating the particular combination of limitations recited in Claim 1 . More 
significantly, the Examiner's motivation statement is equivalent to saying that the motivation to 
modify Reference A to incorporate an element disclosed in Reference B is that Reference B 
suggests the benefit of the element. 

The requirement of motivation to combine two references is not satisfied by alleging that 
the reference that discloses a missing element suggests the benefit of the missing element. If 
Section 103(a) motivation were satisfied by alleging that the motivation to combine two 
references is that Reference A suggest the benefits of the elements that it discloses and that 
Reference B suggests the elements that it discloses, the motivation requirement would be 
satisfied anytime the all elements requirement of a Section 103(a) rejection is satisfied. The all 
elements requirement, as discussed above, requires the References A and B teach or suggest all 
of the claimed elements. 

The Section 103(a) motivation requirement is separate and distinct from the Section 
103(a) all elements requirement. Accordingly, Section 103(a) motivation is not satisfied by 
merely stating that the motivation to incorporate into a primary reference an element disclosed in 
a secondary reference is that the secondary reference sings the praises of the missing element. 

Furthermore, it is improper for an Examiner to use hindsight having read the Applicants' 
disclosure to arrive at an obviousness rejection. In re Fine, 837 F.2d 1071, 1075, 5 U.S. P. Q. 2d 
1596, 1600 (Fed. Cir. 1988). It is improper to use the claimed invention as an instruction manual 
or template to piece together the teachings of the prior art so that the claimed invention is 
rendered obvious. In re Fritch, 972 F.2d 1260, 23 U.S.P.Q.2d 1780 (Fed. Cir. 1992). In the 
present case, only by reading Applicants' specification could one combine the hardware RAID 
system disclosed in Gold and the software RAID system disclosed in Wang to arrive at the 
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systems and methods claimed by Applicants. For example, assuming for the sake of argument 
that Gold teaches "determining an initial worst case operational state between the identified 
RAID volumes and the identified storage device drives" as alleged by the Examiner, the 
combination of Gold and Wang fails to disclose, teach or suggest how one might implement a 
method or system capable of making such a determination. As discussed above, only by reading 
the present Application is one able to implement a method capable of making such a 
determination, as the present Application discloses. (See, e.g., Application, Paragraphs [0027]- 
[0030]). 

Because the Examiner presents no real suggestion or motivation in either Gold or Wang 
to combine the references, Applicants thus assume that the Examiner's assertion that the 
proposed combination "would have been obvious" is based merely on speculation in hindsight, 
which is insufficient for supporting a modification or combination of references, under both the 
M.P.E.P. 1 and governing Federal Circuit case law. 2 For at least these reasons, Applicants 
respectfully submit that the proposed Gold-Wang combination is improper. Accordingly, the 
rejection of Applicants' claims over the proposed Gold- Wang combination should be withdrawn. 
As such, Applicants respectfully request that the Examiner reconsider and withdraw the 
rejections under 35 U.S.C. § 103(a) and allow Claims 1, 2 and 4-21. 



1 See M.P.E.P. § 2145 X.C. ("The Federal Circuit has produced a number of decisions overturning obviousness 
rejections due to a lack of suggestion in the prior art of the desirability of combining references.) 

For example, in In re Dembiczak, 175 F.3d 994 (Fed. Cir. 1999), the Federal Circuit reversed a finding of 
obviousness by the Board of Patent Appeals and Interferences, explaining that evidence of a suggestion, teaching, or 
motivation to combine is essential to avoid impermissible hindsight reconstruction of an applicant's invention: 

Our case law makes clear that the best defense against the subtle but powerful attraction of hind- 
sight obviousness analysis is rigorous application of the requirement for a showing of the 
teaching or motivation to combine prior art references. Combining prior art references without 
evidence of such a suggestion, teaching, or motivation simply takes the inventor's disclosure as a 
blueprint for piecing together the prior art to defeat patentability — the essence of hindsight. 

175 F.3d at 999 (quoting W.L. Gore & Assoc., Inv. v. Garlock, Inc., Ill F.2d 1540, 1553 (Fed. Cir. 1983)) 
(emphasis added) (citations omitted). 
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CONCLUSION 

Applicants believe that this paper contains a reply to each ground of objection and 
rejection in the office action and that this case in condition for allowance. Applicants 
respectfully request reconsideration of and favorable action for pending Claims 1, 2 and 4-21. 

Applicants have submitted a fee to extend the period for response, however, the 
Commissioner is hereby authorized to charge any fees necessary or credit any overpayment to 
Deposit Account No. 50-2148 of Baker Botts L.L.P. 

If there are any matters concerning this Application that may be cleared up in a telephone 
conversation, please contact Applicants' attorney at 512.322.2680. 



Respectfully submitted, 
BAKER BOTTS L L P. 
Attorney for Applicants 




Reg. No. 38,947 



Date: September 8. 2006 



SEND CORRESPONDENCE TO : 
Baker Botts l.l.p. 
CUSTOMER NO. 23640 
512.322.2680 
512.322.8383 (fax) 



AUSO 1:428760.1 



